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The MAILING DATE of this communication app ars on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing dale of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days wrill be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)^ Responsive to communication(s) filed on 26 December 2002 . 
2a)l3 This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal nnatters, prosecution as to the nnerits is 

closed in accordance with the practice under Ex pa/te Quay/e, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-11 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 1-11 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or bO objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) CH Notice of Informal Patent Application (PTO-152) 

3) 13 Information Disclosure Statement(s) (PTO-1449) Paper No(s) 5 . 6) D Other: 
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1 . The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

2. Claims 1-3, 5-9, 11 are rejected under 35 U.S.C. 102(a) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Masafumi et al JP 1 1-144227 
for the reasons of record. 

3. Claims 1-3, 5, 7-9 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Hosoi et al 5665454 for the 
reasons of record. 

4. Claims 1 , 2, 4, 5, 7, 8, 10 are rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Sakamoto et al 5364684 
for the reasons of record. 

5. Claims 1 -1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over JP 
59 127730 (Toray) in view of WO 99 25553 (Teijin '553). 

Toray discloses a biaxially oriented polyethylene naphthalate film having a 
thickness and crystalinity in the range of claim limitations (2) and (5) of claim 1 . 

Limitations (1), (3), and (4) are measures of dimensional stability and not 
structural characteristics of a film. Since both Toray and Teijin '553 teach the 
importance of dimensional stability of PEN films for certain applications, it would have 
been obvious to one of ordinary skill in the art to optimize these by varying the process 
parameters for a given end-use application. It appears that Teijin '553 teach films which 
are in or overlap the characteristics (1), (3), and (4) and the limitations of the dependent 
claims ; see the citation in the EPO search report. 
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6. Claims 3-7, 9-1 1 are further rejected under 35 U.S.C. 103(a) as being 
unpatentable over Toray and Teijin as applied above in view of EP 0 893249 (Teijin 
'249). 

Teijin is added to the rejection for essentially teaching the limitations of claims 3- 

7, 9-1 1 (See the location citations in the EPO search report). It would have been 
obvious to one of ordinary skill in the art to vary process conditions to produce film and 
magnetic recording media using this film motivated by the desire to improve stable 
magnetic properties. 

7. The examiner has reviewed the declaration and deems that patentable subject 
matter may be present. However the showing of the declaration is not commensurate 
with the scope of the claims and therefore the rejections of record under 35 USC 
102/103 based upon Matsafumi et al, Hosoi et al, or Sakamoto et al. have not been 
overcome. In addition rejections based upon documents submitted in an IDS after the 
first office action have been added. 

8. Applicant's submission of an information disclosure statement under 37 CFR 
1.97(c) on 11-27-02 prompted the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 609(B)(2)(i). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stevan A. Resan whose telephone number is (703) 308- 
4287. The examiner can normally be reached on Tues-Fri from 7:30AM to 6:00PM. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Paul Thibodeau, can be reached on (703) *308-2367. The fax 
phone number for the organization where this application or proceeding is 
assigned is (703) 305-7718 
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